
ECTA Bulletin  I  23

ECTA BulletinECTA Cases

Since the 1950s, German publisher Langen-
scheidt markets dictionaries in the following 
yellow color: 
This color is registered as a German trademark 
for “printed bilingual dictionaries”, on the basis 
of acquired distinctiveness. 

Rosetta Stone offered a language-learning soft-
ware using a specific yellow color, such as below:

Langenscheidt sued Rosetta Stone for infringe-
ment of its yellow color trademark. The German 
Federal Supreme Court confirmed the infringe-
ment, based on the following considerations:

Use as a trade mark

The Court reiterated its (rather reluctant) case-
law on non-traditional trademarks that use “as a 
trademark” can be found only in exceptional cases, 
because the public is not used to perceive a color 
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alone as an indication as to the origin. Neverthe-
less, where the public got used to a certain practice 
in the field of industry, using colors as an identifier, 
the color alone can serve as a trademark. In the 
case at hand, the Court acknowledged that not 
only Langenscheidt, but also its main competitor 
always used a specific (green) color. 

Risk of confusion

The Court further held that the goods at issue 
were highly similar because dictionaries are an 
important mean for learning a language, and 
thus complementary products to language 
learning software.

As regards the distinctiveness of Langenscheidt’s 
mark, the Court took into account that it was 
used for decades and had achieved a high level 
of awareness amongst customers (over 50%). 
However, the court also made it very clear that 
the degree of distinctiveness and, consequently, 
the scope of protection of the mark, always have 
to be defined by the court deciding on the in-
fringement, even regarding marks registered on 
the basis of acquired distinctiveness.

Finally, the signs at issue were considered 
highly similar. The Court only took the respec-
tive colors into account, although both par-
ties had always used the color with additional 
elements (word marks etc.). Because the rele-
vant public, in relation to the particular field 
of industry, is used to perceive a color as an 
indication as to the origin. Therefore, the co-
lour serves as an independent, “second mark”, 

in addition to the other elements. The Court 
had well noted the slightly different color 
shades of the mark and the attacked packag-
ing (yellow/orange vs. bright yellow), but still 
found that consumers, having an imperfect 
recollection, are unable to remember specific 
color shades. Therefore, the colors were held 
to be highly similar.

Summary

i.	 The Court, which is usually quite reluctant 
concerning the protection of non-tradi-
tional marks, affirms protection if there is a 
corresponding practice to use those marks 
as an indication as to the origin in the par-
ticular field of industry. 

ii.	 If so, these marks can be protected per se, 
leaving aside other distinctive elements. 

iii.	 Registration of a mark for acquired distinc-
tiveness does not automatically lead to 
an enhanced level of distinctiveness; the 
scope of protection is to be determined 
by the court deciding on the infringement.
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