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Current revocation rates in German patent nullity proceedings
Reported by Prof. Dr. Tilman Miiller-Stoy, Dr. Anna Giedke, Julian Grofle-Ophoff

This article presents the current revo-
cation rates with respect to granted
patents in Germany on the basis of

the case law of the German Nullity
Senates of the German Federal Patent
Court and the German Federal Court
of Justice in the period between 2018
and 2020. It highlights patents from
the field of software and telecommu-
nications. Repeating this survey was
prompted by the dispute regarding the
presumption of validity of patents in
preliminary injunction proceedings
which has recently been escalated up
to the Court of Justice of the European
Union.

After several years, it is time to collect and
analyze current data on the revocation rates
in German nullity proceedings again.*

At the same time, there is also a specific
reason for doing so: Judges are divided on
the issue of the presumption of validity of

a patent, which has been examined and
granted, in preliminary injunction proceed-
ings. According to the current case law of the
three leading Higher Regional Courts (Diis-
seldorf, Karlsruhe and now also Munich), the
assumption of validity is increasingly being
challenged. In principle (with a few recog-

nized exceptions), a preliminary injunction
should only be considered where a patent has
already successfully withstood contentious
validity proceedings. However, if the validity
of the patent has not yet been attacked, such
patent is not suitable without more ado as a
basis for granting a preliminary injunction.2
The 21 Civil Chamber (Patent Litigation
Chamber) of the Regional Court of Munich I
considers this practice to be unlawful as it is
irreconcilable with EU law, and it therefore
sought clarification from the European Court
of Justice.?

This article therefore summarizes the nullity
case law of the German Federal Patent Court
and the German Federal Court of Justice for
the years 2018-2020 and reveals how many
patents were revoked for what reasons and to
what extent.

A. Tenor of the survey

All published judgments rendered by the
German Federal Patent Court and the
German Federal Court of Justice in German
patent nullity proceedings between 2018 and
2020 inclusive (following on from an earlier
survey for the years 2010 to 2013 inclusive)
form the basis of the survey.4

Miiller-Stoy/Hess, Mitt. 2014, 439.

2 Higher Regional Court of Diisseldorf, GRUR-RR 2008, 329 — Olanzapin; GRUR-RR 2011, 81 — Harnkatheterset; Higher Regional Court

of Karlsruhe, GRUR-RR 2015, 509 — Ausriistungssatz; Higher Regional Court of Munich, GRUR 2020, 385 — Elektrische Anschluss-

klemme.

3 Regional Court of Munich I, decision dated January 19, 2021, docket number 21 O 16782/20 = GRUR-RS 2021, 301; for details of the

division in the judges’ opinions: see notes in Kithnen, GRUR 2021, 466; Pichlmaier’s response, GRUR 2021, 557.

4 Miiller-Stoy/Hess, Mitt. 2014, 439.
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The survey first involved examining the examined in accordance with the above

judgments of the Nullity Senates5 of the criteria. Where the German Federal Court

German Federal Patent Court (221 judgments  of Justice upheld a decision at first instance,

in total® ). These were organized according a differentiation was made according to

to date, Senate, and operative provisions. In whether the patent was revoked, partially

addition, the grounds of the judgments were revoked, or maintained. However, amending

considered more closely in order to be able judgments were categorized according to

to better assess how often the various nullity whether the patent was revoked, partially

grounds were successful. Furthermore, adif-  revoked, partially restored, or maintained or

ferentiation was made between European and ~ whether the proceedings were referred back to

German patents, in order to clarify whether the German Federal Patent Court for a ruling.

there were any differences in this respect.

Finally, the judgments relating to software

Following this, the judgments from the and telecommunications patents (S/T

nullity appeal proceedings before the 10th patents)® that are particularly relevant in

Senate of the German Federal Court of practice were assessed separately and exam-

Justice were analyzed for the period between ined to determine how often lack of patent-

2018 and 2020 inclusive. This involved a ability as a result of public prior use was

total of 115 judgments.” These were also claimed and the success rate of these claims.

5 Inthe period between 2018 and 2020, this involved the Senates 1, 2, 3, 4, 5, 6, and 7.

6 All decisions were retrieved from the website of the German Federal Patent Court, https://www.bundespatentgericht.de. Upon inquiry,

we were informed that the decisions collected include all decisions that the Senates intended to publish. A few decisions from 2020 are

still to be included. As at July 22, 2021.

7 All decisions of the German Federal Court of Justice were retrieved from the latter’s website, https://www.bundesgerichtshof.de. As at

July 22, 2021.
2

8  All patents in the IPC main classes G and H are subsumed under these.
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B. Revocation rates and other figures
I. German Federal Patent Court

1. Overall presentation of the German Federal Patent Court

a. Total figures for 2018-2020

I Total proceedings Revoked Partially revoked Maintained
221 83 94 44
100.00% 37.56% 42.53% 19.91%

| Patents: Frequency Rate
EP 196 88.69%
DE 22 9.95%
Protection certificate (with EP basic patent) 3 1.36%

 EP patents Revoked Partially revoked Maintained

| 196 70 90 30
100% 35.71% 45.92% 18.37%

DE patents Revoked artially revokec Maintained

100% 50.00% 18.18% 31.82%

Protection certificate | Revoked Partially revoked Maintained
(with EP basic patent)

66.67% 1 0.00% ' 33.33%
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Grounds for (partial) revocation Frequency Success rate

Grounds for (partial) revoc Frequency Success rate
EP patents

Grounds for (partial) revocation Frequency Success rate
DE patents
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b. Figures relating to S/T patents

| Total proceedings Revoked Partially revoked Maintained
89 27 40 10
100% 30.34% 51.60% 17.98%
Patents Frequency
EP 85 95.51%
DE | 4 4.49%

Revoked Maintained

100% 30.50% 52.04% 16.47%

| DE patents Revoked Partially revoked Maintained

100% 25.00% 25.00% 50.00%

| Grounds for (partial) revocation Frequency Success rate

Novelty 36 40.45%
Invenlive step 32 35.00%
Iadr;ofenablement 1 1.12%
Inadmissible extension 15 16.85%
Other 2 2.25%
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| Grounds for (partial) revocation Frequency Success rate
EP patents
Novelty 34 40.00%
Inventive step 31 36.47%
Lack of enablement 1 1.18%
Inadmissible extension 15 17.65%
Other 2 2.35%

Grounds [or (partial) revocation Frequency Success rale
DE patents
Novelty 2 50.00%
Inventive step 1 25.00%
Lack of enablement 0 0.00%
Inadmissible extension 0 0.00%
Other 0 0.00%

2. Overview of the figures for the individual Senates of the German Federal Patent Court
a. Total proceedings before the German Federal Patent Court

Total 1st and ard Ath 5th 6th 7th

proceedings | Senate Senate Senate Senate Senate Senate Senate

221 21 27 a8 39 36 40 20

9.50% 12.22% 17.19% 17.65%  16.29%  18.10%  9.05%

b. Proceedings relating to S/T methods

Total 1st ond ard 4th 5th 6th 7th

proceedings | Senale Senate Senate Scnate Senale Senate Scnate

89 0 27 o 6 17 a5 4

0.00%  30.34% 0.00% 6.74% 19.10%  39.33%  4.49% 6
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3. Overview of the figures for the 1st Senate

a. Total figures for 2018-2020

Tolal proceedings Revoked Parlially revoked Mainlained

66.67% 14.20% 19.05%

| Patents: Frequency
EP 17 80.95%
DE 4 19.05%

EP patents Revoked Partially revoked Maintained

100% 68.75% 12.50% 18.75%

| DE patents Revoked Partially revoked Maintained

100% 60.00% 20.00% 20.00%

| Grounds for (partial) revocation Frequency Success rate
Novelty 5 23.81%
Immtwestep 11 52.38%
Lack of cnablement 0 0.00%
Inadmissible extension 0 0.00%
cher 1 4.76%
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Grounds for (pa "evocation Frequency Success rate
EP patents (including protection certificates)

' 25.00%

8 50.00%

0 0.00%

0 0.00%

1 6.25%

Grounds for (partial) revoecation Success rate
DE patents

b. Figures relating to S/T patents

Total proceedings Revoked Partially revoked Maintained

0.00% 0.00% 0.00%
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4. Overview of the figures for the 2nd Senate

a. Total figures for 2018-2020

Total proceedings Revoked Partially revoked Maintained

37.04% 15.56% 7.41%

| Patents Frequency
EP 27 100.00%
DE 0 0.00%

 EP patents Revoked Partially revoked Maintained

37.04% 55.50% 7-41%
| DE patents Revoked Partially revoked Maintained
0 0 0 0
0.00% 0.00% 0.00%

| Grounds for (partial) revocation Frequency Success rate

Novelty 12 44.44%
Inventive step 13 48.15%
Lack of enablement. 0 0.00%
Inadmissible extension 5 18.52%
Other 0 0.00%
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| Grounds for (partial) revocation Frequency Success rate

EP patents

| Novelty 12 44.44%
Inventive step 13 48.15%
Lack of enablement 0 0.00%
Inadmissible extension 5 18.52%
Other 0 0.00%

| Grounds for (partial) revoeation Success rate
DE patents

| Novelty 0 0.00%
Inventive step 0 0.00%
Lack of enablement 0 0.00%
Inadmissible extension 0 0.00%
Other 0 0.00%

b. Figures relating to S/T patents

| Total proceedings Partially revoked Maintained
27 10 15 2
37.04% 55.56% 7.41%
| Patents - Frequency
EP 27 100.00%
DE 0 0.00%

EP patents Revoked Partially revoked Maintained

37.04% 55.56% 7.41%

10
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DE patents evoked Partially revoked Maintained

0.00% 0.00% 0.00%

Grounds for (partial) revocation Frequency Success rate

Grounds for (partial) revocation Frequency Success rate
EP patents

11
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5. Overview of the figures for the 3rd Senate

a. Total figures for 2018-2020

Total proceedings Revoked Partially revoked Maintained
38 19 7 12
100.00% 50.00% 18.42% 31.58%
Palenls Frequency

EP 34 89.47%
DE | 4t 7.80%

[y

Protection certificate (with EP basic patent) 2.63%

EP patents Revoked Partially revoked Maintained

50.00% 20.59% 29.41%

EP patents (including | Revoked Partially revoked Maintained
protection certificate
with EP basic patent)

100.00% 51.43% 20.00% 28.57%

DE patents Revoked Partially revoked Maintained

33.33% 0.00% 66.67%

Protection certificate | Revoked Partially revoked Maintained

(with EP basic patent)

1 1 4] 0

100.00% 0.00% 0.00%

12
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Grounds for (partial) revocation Frequency Success rate

Grounds for (partial) revocation
EP patents

Grounds for (partial) revoeation : Success rate
DE patents

b. Figures relating to S/T patents

Total proceedings Revoked Partially revoked Maintained

0.00% 0.00% 0.00%

13
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6. Overview of the figures for the 4th Senate

a. Total figures for 2018-2020

| Total proceedings Revoked Partially revoked Maintained
39 13 22 4
100.00% 33.33% 56.41% 10.26%

| Patents Frequency
EP 32 82.05%
DE 5 12.82%

©
o
&

-3

Protection certificate (with EP basic patent)

EP patents Revoked Partially revoked

31.25% 02.50% 6.25%
DE patents Revoked Partially revoked Maintained
5 2 2 i

40.00% 40.00% 20.00%

Prolection cerlificale | Revoked Partially revoked Maintained

(with EP basic patent)

50.00% 0.00% ' 50.00%

14
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Grounds for (partial) revocation

Grounds for (partial) revocation EP patents
(inclading protection ce ates)

Grounds for (partial) revocation DE patents

Frequency
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Success rate

Success rate
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b. Figures relating to S/T patents

| Total proceedings Revoked Partially revoked Maintained
6 3 2 1
100.00% 50.00% 33.33% | 10.67%

| Patents Frequency

| EP 5 83.33%
DE 1 16.67%

EP patents Revoked Partially revoked Maintained

60.00% 20.00% ' 20.00%

| DE patents Revoked Partially revoked Maintained
1 0 1 0
0.00% 0.00% 0.00%

| Grounds for (partial) revocation Frequency Success rate
Naw.l{y 3 50.00%
Inventive step 1 16.67%
Lack of enablement 0 0.00%
Inadmissible extension | 2 33.33%
Ql;her 0 0.00%

16
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Grounds for (partial) revocation Frequency Success rate
EP patents

Grounds for (partial) revoeation Success rate
DE patents

100.00%
1 100.00%
0 - 0.00%
0 - 0.00%
0 | 0.00%

17
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7. Overview of the figures for the 5th Senate

a. Total figures for 2018-2020

| Total proceedings Revoked Partially revoked Maintained
36 13 14 9
100.00% 36.11% 38.80% 25.00%

Patents Frequency
EP 33 91.67%
DE 3 8.33%

| EP palents Revoked Partially revoked Maintained

33.33% 42.42% 24.24%

| DE patents  Revoked . Partially revoked ‘Maintained

66.67% 0.00% 33.33%
| Grounds for (partial) revocation Frequency Success rate
| Novelty 15 41.67%
Inventive step 14 38.89%
Lack of enablement | 0 0.00%
TInadmissible extension 1 2,78%
Other 1 2.78%

18
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Grounds for (partial) revocation Frequency Success rate
EP patents (including protection certificates)

Grounds for (partial) revoecation 7 Success rate
DE patents

19
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b. Figures relating to S/T patents

| Total proceedings Revoked Partially revoked Maintained
17 4 8 5
100.00% 23.53% 47.00% 20.41%
| Patents
EP | 16 ' 04.12%
DE | 1 ' 5.88%

EP patents Revoked Maintained

DE patents Revoked Partially revoked Maintained
1 (8] 0 1
0.00% 0.00% 0.00%

20
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Grounds for (partial) revocation

Grounds for (partial) revoeation
EP patents

Frequency

BARDEHLE
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Success rate

Success rate
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8. Overview of the figures for the 6th Senate

a. Total figures for 2018-2020

Tolal proceedings Revoked Parlially revoked Mainlained
40 8 23 9
100.00% 20.00% 57.50% 22.50%

| Patents Frequency
EP 37 92.50%
DE 3 7.50%

EP patents Revoked Partially revoked Maintained

18.92% 59.46% 21.62%

| DE patents Revoked Partially revoked Maintained

33-33% 33.33% 33.33%
| Grounds for (partial) revocation Frequency Success rate
Ngvel{y 14 35.00%
Immtwestep 12 30.00%
Lack of enablement 1 2.50%
Inadmissible extension 8 20.00%
cher 1 2.50%

22
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Grounds for (partial) revocation Frequency Success rate
EP patents (including protection certificates)

Grounds for (partial) revoecation 7 Success rate
DE patents

23
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b. Figures relating to S/T patents

Total proceedings Revoked Partially revoked Maintained

100.00% 20.00% 57.14% 22,80%
| Patents Frequency

EP 33 04.29%
DE 2 5.71%

 EP patents evokec Partially revoked Maintained

18.18% 60.61% - 21.21%

| DE patents Revoked Partially revoked Maintained
2 1 0 1
0.00% 0.00% 0.00%

| Grounds for (partial) revocation Frequency Success rate
Novelty B 31.43%
Inventive step | 1 31.43%
TLack of enablement 1 2.86%
Inadmissible extension 6 17.14%
Ol;her 2 5.71%

24
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Grounds for (partial) revocation
EP patents

Grounds for (partial) revoecation
DE patents

Frequency

BARDEHLE
PAGENBERG

Success rate

Success rate
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9. Overview of the figures for the 7th Senate

a. Total figures for 2018-2020

Total proceedings Revoked Partially revoked Maintained
20 6 10 4
100.00% 30.00% 50.00% 20.00%

| Patents Frequency
EP 16 80.00%
DE 4 20.00%

EP patents Revoked Partially revoked Maintained

| DE patents Revoked Maintained

50.00% 25.00% 25.00%

| Grounds for (partial) revocation Success rate
Novelty 8 40.00%
Inventive step 6 30.00%
Lack of enablement | 0 0.00%
Inadmissible extension 1 5.00%
Other 3 15.00%

26
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Grounds for (partial) revocation Frequency Success rate
EP patents (including protection certificates)

Grounds for (partial) revoecation Success rate
DE patents

27


https://www.bardehle.com/

IP Report
Patent Law

BARDEHLE
PAGENBERG

b. Figures relating to S/T patents

Total proceedings Revoked Partially revoked Maintained

100.00% 75.00% 25.00% 0.00%

| Patents
EP l 4 100.00%
DE 0 0.00%

EP patents Revoked Maintained

75.00% 25.00% - 0.00%

DE patents Revoked Partially revoked Maintained
(8] (8] 0 0
0.00% 0.00% 0.00%

| Grounds for (partial) revocation Frequency Success rate
Novelty b 50.00%
Immuvestep 1 25.00%
Lack of enablement 0 0.00%
Inadmissible extension 1 25.00%
Other 0 0.00%

28
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| Grounds for (partial) revocation Frequency Success rate
EP patents

| Novelty 2 50.00%
Inventive step 1 25.00%
Lack of enablement 0 0.00%
Inadmissible extension 1 25.00%
Other 0 0.00%

29
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10. Statistics regarding the claim of "public prior use" before the German Federal Patent

Court

In the present case, the claim of public prior use was only qualified as being “successful”
where the patent attacked was (partially) revoked specifically on this basis.

Total claims of

“public prior use”

of which were
successtul

of which were
unsuccessful

41

100.00%

17.07%

82.05%

Outcome of the proceedings in which the claim of public prior use was unsuccessful:

Palenl mainlained 9 20.47%
Patent (partially) revoked on 25 79.53%
another nullity ground

Lack of novelty 6 17.05%
Lack of inventive step 15 44.12%
Lack of enablement 0] 0.00%
Inadmissible extension 2 5.88%
Other 2 5.88%
Plea of public prior use 17 50%
left open

Plea of publie prior use 17 50%
ruled upon

30
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Reasons for the plea of public prior use asserted being unsuccessful:

Technical differences between 9 52.04%
the subject matter previously
used and the teaching

of the patent-in-suit
Insufficient evidence of 5 20.41%
prior use
Prior use does not form 1 5.88%
part of the prior art

Prior use does not disclose 1 5.88%
more than one other citation

Prior use discloses just one 1 5.88%
alternative embodiment

II. German Federal Court of Justice

1. Overview of the figures for the 10th Senate

a. Total figures for 2018—2020

| Total proceedings Judgments amended Judgments upheld
17z 53 04
100.00% 45.30% 54.70%

Patents

EP 104 88.80%

DE 13 11.11%

31
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b. Figures relating to judgments upheld by the Court

E udgments upheld Revoked
by the Court

Partially revoked

BARDEHLE
PAGENBERG

Complaint
dismissed

46.88%

28.13%

25.00%

Judgments upheld by the Court,
broken down according to patents

Frequency

Success rate

DE

12.50%

| J udgments upheld by | Revoked
the Court, EP patents

Partially revoked

Complaint dis-
missed

44.64%

30.56%

25.00%

| Judgments upheld by | Revoked
the Court, DE patents

Partially revoked

Complaint dis-
missed

62.50%

25.00%

32
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c. Figures relating to amending judgments

| Amending Revoked Partially Partially Restored Referred
judgments revoked restored back to the

Fede
Patent Court

53 3 o 22 22 o

100% 5.66% 11.32% 41.51% 41.51% 0.00%

Amending judgments, broken down Frequency
according to patents

EP ‘ 48 00.57%

9.43%

3]

DE ‘

Amending Revoked Partially Partially Restored Referred

judgments revoked restored back to

relating to German

EP patents Federal
Patent Court

6.25% 10.42% 41.67% 41.67% 0.00%

Amending Revoked Partially Partially Restored Referred
judgments revoked restored v
relaling lo German

DE patents Iederal
Patent Court

0.00% 20.00% 40.00% 40.00% 0.00%

33
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2. Figures relating to S/T patents

Total proceedings Judgments amended Judgments upheld

48.78% 51.22%
| Patents . Frequency
EP 36 87.80%
DE 5 12.20%

a. Figures for judgments upheld by the Court with regard to S/T patents

Judgments upheld Revoked Partially revoked Complaint
by the Court dismissed

42.86% 42.86% 14.29%

Judgments upheld by the Court, broken down | Frequency

according to patents

EP 18 85.71%

DE 3 14.29%

34
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b. Figures for amending judgments relating to S/T patents

Amending Revoked Parlially Partially Reslored Referred
judgments revoked restored v 0

F ral
Patent Court

0.00% 5.00% 45.00% 50.00% 0.00%

Amending judgments, broken down Frequency

according to patents

DE 2 10.00%

35
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3. Statistics relating to the claim of “public prior use” before the
German Federal Court of Justice

Note: In the present case, the claim of public prior use was only qualified as being “successful”
where the patent attacked was (partially) revoked specifically on this basis.

Total claims of of which were successful of which were unsuccessful

“public prior use”

11 2 9

100.00% 18.18% 81.81%

Outcome of the proceedings in which the claim of public prior use was unsuccessful:

Patent maintained 8 88.89%
Lack of novelty 0 0.00%
Lack of inventive step 1 11.11%
Lack of enablement 0 0.00%
Inadmissible extension 0 0.00%
Other o 0.00%
Plea of public prior use 1 11.11%
left open

Plea of public prior use 8 88.89%
ruled upon

Reasons for the plea of public prior use asserted being unsuccessful:

Technical differences 6 75%
between the subject matter

previously used and the

teaching of the patent-in-suit

Prior use not publie 2 25%

36
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C. Summary of the principal conclusions:

This raises the question as to the findings of Justice in cases of amending judgments

the survey. The basic results can be summa- relating to S/T patents (for the period

rized as follows: from 2010 to 2013 inclusive, the rate was
73-34 %).

o Therevocation rate (i.e., cases in which
patents were fully or partially revoked) »  The German Federal Court of Justice
is approximately 80.00% for all Senates upheld approximately 54% of the judg-
of the German Federal Patent Court ments of the German Federal Patent
(for the period between 2010 and 2013 Court and amended approximately 46%
inclusive, the rate was 79.08%). of the judgments of the German Federal

Patent Court (in the period between

«  The revocation rate is approximately 2010 and 2013 inclusive, the German
82.00% for the German Federal Patent Federal Court of Justice upheld approxi-
Court with regard to S/T patents (for the mately 60% and amended approximately
period between 2010 and 2013 inclusive, 40% of the judgments of the German
the rate was 88.11%). Federal Patent Court). This reveals that

almost half of all judgments in the nul-

«  The revocation rate is 74.60% for the lity appeal proceedings are ultimately
German Federal Court of Justice in amended and, therefore, that nullity
those cases in which it upheld the judg- appeal proceedings are by no means
ments of the lower court (for the period without the prospect of success. This
between 2010 and 2013 inclusive, the also reveals that approximately half of
rate was 75.25%). the judgments of the German Federal

Patent Court are therefore not final and

«  Therevocation rate is 58.49% for the absolute.

German Federal Court of Justice in the

case of amending judgments (however, «  However, approximately 83% of the

for the period between 2010 and 2013 amending judgments of the German

inclusive, the rate was 80.56%). Federal Court of Justice are in favor of
the patent proprietor (whereas, in the

«  The revocation rate is approximately period between 2010 and 2013 inclusive,
85.00% for the German Federal Court of only approximately two thirds of the
Justice in cases relating to S/T patents amending judgments were in favor of
where the said Court upheld the judg- the patent proprietor).
ments of the lower court (for the period
from 2010 to 2013 inclusive, the rate was + By far the main nullity ground before
79.41 %). the German Federal Patent Court is

still lack of patentability at almost 73%,

«  The revocation rate is approximately followed by inadmissible extension at

50.00% for the German Federal Court of almost 10%, “other” at almost 6% and 37
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lack of enablement at less than 1% (in
the period between 2010 and 2013 inclu-
sive, the main nullity ground was also
lack of patentability at approximately
75%, but followed by “other” at almost
12%, inadmissible extension at almost
11% and lack of enablement at approxi-
mately 2%).

+ In 41 proceedings before the German
Federal Patent Court, claims for nullity
were brought based on public prior
use. This amounts to a rate of 18.55%
of all nullity proceedings in the period

BARDEHLE
PAGENBERG

between 2018 and 2020. However,
in almost 83% of cases, the patent
was either maintained or revoked for
another reason.

In cases before the German Federal
Court of Justice, however, claims for
nullity based on public prior use were
only brought in 11 nullity proceedings,
which amounts to a rate of 9.48% of

all nullity proceedings in the period
examined. However, in just over 80% of
cases, the patent was either maintained
or revoked for another reason.
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